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Abstract

The ACTA was motivated by a desire to establish equivalent provisions in international
trade agreements containing rules on anti-counterfeiting. This is important at a time
when free trade agreements are being negotiated by different parties. For the European
Union it is also of importance to protect EU intellectual property rights (IPR) as future EU
competitiveness depends on its ability to move into higher value added activities such as
those for which IPRs are important. At the same time international agreements on IPRs
will only be sustainable when they have the support of all parties. Within the EU the
ACTA has also been the source of some concerns regarding the non-transparent way it
was negotiated and whether it meets to aims agreed by the European Parliament and
Commission that it would be compatible with the existing acquis communautaire and the
World Trade Organisation’s Trade Related intellectual Property rights (TRIPs) Agreement.
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1. EXECUTIVE SUMMARY

The Anti-Counterfeiting Trade Agreement (‘ACTA’) is motivated by the perceived lack of
progress of multilateral enforcement of intellectual property rights.' Building on the equivalent
provisions in EU and US bilateral and regional free trade agreements (FTAs), the ACTA parties
sought to establish best practice international standards to which other countries could aspire
or adhere. Proponents stressed the need to combat the increase in global piracy and
counterfeiting, drawing on estimates of the scale of the problem, such as those from the OECD
that suggested international trade in counterfeit and pirated products amounted to some $200
billion in 2005% (excluding domestically produced goods and digital products distributed
through the internet).

Formal negotiations were launched in October 2007 and concluded after 11 rounds in October
2010 in Tokyo, Japan. Negotiating parties included: Australia, Canada, Japan, the Republic of
Korea, Morocco, New Zealand, Singapore, Switzerland, Mexico, the United States, and the
European Union. The major emerging economies, China, Brazil and India appear not to have
been formally invited to participate.

ACTA was controversial both in terms of the process and the substance of the negotiations. The
decision to maintain secrecy until the release of draft text in mid-2010 was to prove a significant
handicap to public understanding and support for the treaty. The secrecy allowed significant
misapprehensions to develop, while making it difficult for negotiators to communicate the
actual scale and content of what was being achieved. There were also concerns related to; when
documents would be made public; whether public interest groups had the same access as
business and rightholder groups; what effect and relationship ACTA would have with the TRIPS
Agreement, when and how much time the European parliament would have to exercise its
duties and prerogatives to properly evaluate the treaty.

Substantive areas of concern covered a range of issues including: the potential negative effect of
ACTA on fundamental human freedoms and privacy; the possibility of requiring cut off of
internet access to consumers that infringe the agreement; imposing liability on internet service
providers that carry content that infringes the agreement; the potential negative effect of ACTA
on access to medicines in Europe and in third countries.

Efforts to maintain secrecy did not prevent a heated debate on ACTA generated by leaked texts
of proposals, evaluations and draft treaties and fuelled the suspicion that ACTA would entail a
significant shift in the laws of ACTA countries and go significantly beyond the TRIPS Agreement.

This study finds that, in the case of the EU, ACTA does not entail such a significant shift in the EU
Acquis, but that, while it is not fundamentally in conflict with the TRIPS Agreement, it is
significantly more stringent and rightholder friendly than the TRIPS Agreement. Many of the

" For more on this see: M Kaminski, ‘Recent Development: The Origins and Potential Impact of the Anti-
Counterfeiting Trade Agreement (ACTA)’, 34 YALE J. INT'L L. 247 (2009).

2 OECD, The Economic Impact of Counterfeiting and Piracy, 2008. See
http://www.oecd.org/document/4/0,3746,en 2649 34173 40876868 1 1 1 1,00.html (Accessed 22.04.2011).
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substantive issues that raised concerns in the early position papers have been addressed or are
entirely absent from the final agreed text. On the other hand ACTA also does not appear, on its
own, to have a significant impact on the EU’s innovative capacity or its global competitiveness.
This is partly due to the relatively modest scale of the outcome, as well as the fact that ACTA will
not require any change in the laws or regulations of significant competitor countries such as
Brazil, India and China.

This study addresses two key questions regarding ACTA. Is it in conformity with the EU Acquis;
and is it in conformity with the existing international obligations of the EU and its member
states?

Conformity with the EU Acquis

The provisions of ACTA appear to rest, in most cases, within the boundaries of EU law.
However, in some cases, ACTA is arguably more ambitious than EU law, in that it enables a
degree of protection that appears to go beyond the limits established in EU law. The primary
area of concern is that of border measures, especially the expansion of the scope of such
measures to all other forms of intellectual property, except for patents. Other areas that need
clarification include: whether the criteria for damages in ACTA (i.e., the value of the goods or
services concerned measured by market or retail price)® fully match the criterion of
“appropriateness of the damage to the actual prejudice suffered” envisaged in the IPR
Enforcement Directive.*

In addition, there are concerns that the criminal measures do not fully reflect the conditions set
by the European Parliament, in its position of 25 April 2007 on the IPRED2 proposal from the
Commission.> ACTA extends criminal measures of indirect commercial benefit, which may
contradict the Parliaments position that acts ‘carried out by private users for personal and not-
for-profit purposes’ were to be excluded from the scope of the IPRED2.

Conformity with TRIPS and the Doha Declaration on TRIPS and Public Health

Parties can implement national legislation that complies with both the ACTA and the TRIPS
Agreement. However, while ACTA purports to build on the TRIPS Agreement, it does not, except
in the most general terms (Article 1 ACTA), establish a consistent and workable framework for
reading the two agreements together. Thus what may first appear to be gaps in ACTA may
actually be filled by the TRIPS Agreement. That these gaps always seem to be those that
establish safeguards or limits on rightholder action only emphasize the importance to the EU
legislator of ensuring a proper reading of the two agreements together.

3 See Article 9.1 of ACTA. See also the ‘Opinion of the European Academics on Anti-Counterfeiting Trade
Agreement’, supra.

“ See Article 13 of the IPR Enforcement Directive.

5 Position of the European Parliament adopted at first reading on 25 April 2007 with a view to the adoption of
Directive 2007/.../EC of the European Parliament and of the Council on criminal measures aimed at ensuring the
enforcement of intellectual property rights (EP-PE_TC1-COD(2005)0127).

7
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Nothing in ACTA requires parties to implement their obligations in ways that violate the Doha
Declaration on TRIPS and Public Health. Patents are excluded from the ambit of border
measures. It is all trademark infringements are covered. The application of in-transit procedures
may raise concerns if EU member states extend their application to patent and trademark
infringements. The permissive nature of ACTA means that guidance may be required to ensure
that member states implement ACTA appropriately.

The study finds that the letter of the agreement is not incompatible with the Acquis but that
there are no guarantees that its implementation will be. The Parliament may therefore wish to
consider a need for a clarification of and guidance on how ACTA will be implemented especially
the border and criminal enforcement measures as well as the in-transit procedures.

2. GENERAL OVERVIEW AND INTRODUCTION

2.1. Genesis of ACTA

The Anti-Counterfeiting Trade Agreement (‘ACTA’) was born out of the frustration of the major
industrialised economies with progress on monitoring and norm-setting on the enforcement of
intellectual property rights in multilateral fora.® In the WTO Council for TRIPS (‘TRIPS Council’),
Brazil, India and China have consistently blocked the inclusion of enforcement as a permanent
agenda item.” At the World Intellectual Property Organisation (WIPO), enforcement issues were
relegated to a purely advisory committee.® ACTA can also be seen as an extension of the existing
strategies of the main ACTA parties to include significant provisions on enforcement in their
bilateral and regional free trade agreements (FTAs).? Led by the European Union, Japan, and the
United States the ACTA parties have sought to give international negotiations some forward
momentum and to consolidate the intellectual property protection provisions in the network of
free trade agreements signed by the various ACTA parties.

Initial intentions to negotiate such an agreement were revealed in 2005 by Japan, and later in
2006 by the US." Formal negotiations were launched in October 2007 and concluded after 11
rounds in October 2010 in Tokyo, Japan. The negotiating parties included: Australia, Canada, ,
Japan, the Republic of Korea, Morocco, New Zealand, Singapore, Switzerland, Mexico, the
United States, and the European Union. The major emerging economies, China, Brazil and India
appear not to have been formally invited to participate.

¢ For more on this see: M Kaminski, ‘Recent Development: The Origins and Potential Impact of the Anti-
Counterfeiting Trade Agreement (ACTA)’, 34 YALE J. INT'L L. 247 (2009).

7 Statement by delegation of the European communities and its Member States ‘Minutes of Meeting Held in the
Centre William Rappard on 8-9 June 2010’ Council on Trade-related Aspects of Intellectual Property, IP/C/M/63, 4
October 2010.

8 WIPO ‘Mandate of WIPO Advisory Committee on Enforcement’, WO/GA/28/7
http://www.wipo.int/meetings/en/doc_details.jsp?doc_id=14890 (Accessed 22.04.2011)

° See European Commission, Global Europe: Competing in the World, 2006. See
http://trade.ec.europa.eu/doclib/docs/2006/october/tradoc _130376.pdf (Accessed 22.04.2011).

19T Gerhardsen, Japan Proposes New IP Enforcement Treaty’, INTELLECTUAL PROPERTY WATCH, Nov. 15,
2005, http://www.ip-watch.org/weblog/index.php?p=135. (Accessed 22.04.2011)
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ACTA is best characterized as a plurilateral agreement that closely mirrors the negotiations
carried out in bilateral and regional FTA negotiations between the EC and its partners. In this
sense, ACTA may be intended to work most similarly to WIPO agreements such as the WIPO
Copyright Treaty (WCT) and the WIPO Performers and Phonograms Treaty (WPPT). In recent
bilateral and regional free trade agreements concluded by the EU, the parties agreed to
comply" with the WCT and the WPPT'? or specific articles therein.” Used in such a fashion, the
ACTA standard would be extended to become a de facto multilateral norm. The preamble
makes clear that aim of ACTA is to address global trade, not just trade between the parties.'

The decision to maintain secrecy until the release of draft text in mid-2010 was to prove a
significant handicap to public understanding and support for the treaty and, as outlined in
Chapter 2, allowed significant misapprehensions to develop. However, the lack of disclosure of
draft texts and content also meant that negotiating parties were able the scale and scope of
internal disagreements amongst the parties. The result is a treaty which the negotiators have
been able to describe as having little or no effect on existing laws, while setting a standard for
other countries to live up to. This study assesses whether the treaty truly lives up to this
description or whether ACTA means changes to EU provisions that the European Parliament will
need to consider.

While ACTA is nominally not intended to affect the EU Acquis, it will undoubtedly have an
influence on the direction of the EU debate on the future of intellectual property right
protection. The new criminal measures (Section 4, ACTA) will set a new floor for the debate
between EU member states. The digital and internet section (Section 5, ACTA) will influence
discussions on privacy, third party and ISP liability. As this study notes, however, ACTA may have
an effect beyond simply changing the nature of the discussion in the EU. The findings described
in the following chapters point to several areas of concern, differing in material ways from the
existing EU Acquis, or presenting problems because of lack of clarity in the content of certain
provisions. The study also assesses whether ACTA can be said to have achieved its goals of
influencing third countries.

In contrast to acceding to the treaties, which would imply taking on institutional and procedural obligations to
other non-ACTA parties to the WCT and WPPT.

12 See e.g. Article 143.1 EU-Cariforum Economic Partnership Agreement.

L 289/1/ OJ. See http://trade.ec.europa.eu/doclib/docs/2008/february/tradoc_137971.pdf;

13 See Articles 10.5(c) and 10.5(d) EU-South Korea Free Trade Agreement L 90/46/ OJ See
http://trade.ec.europa.eu/doclib/docs/2009/october/tradoc _145180.pdf, requiring parties to comply with article 1-
14 of the WCT and Articles 1-23 of the WPPT.

4 Paragraph 2, Preamble, ACTA. However, Kimberly Weatherall points to the ACTA outcome as an example of the
limits of using plurilateral and bilateral negotiations as a way to set up new global standards. In particular, she
points to the watering down of ambitions of the US and the EU as an example of the difficulties of attempting to
turn domestic standards into international standards. See K Weatherall ‘ACTA as a New Kind of International IP Law-
Making’ PUIP Research Paper no. 12, 2010. American University Washington College of Law, Washington, DC.

9
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2.2, Rationale for ACTA and the New Enforcement Agenda

There are two main rationales for ACTA; the perceived and actual increase in piracy and
counterfeiting and the desire to defend Europe’s comparative advantage in research intensive
higher value-added production.

The first rationale is addressed in detail in chapter 4 below. The Organisation for Economic Co-
operation and Development (OECD) report The Economic Impact of Counterfeiting," outlines the
costs that counterfeiting and piracy for the economy, rights-holders, consumers and
governments, identifying issues such as the financial gain for criminal networks; consumer
exposure to substandard products; and lower tax revenues for governments. An increase in
piracy and counterfeiting has been documented in several European and international studies.
In its most recent analysis, the OECD estimated that international trade in counterfeit and
pirated products amounted to $200 billion in 2005 (excluding domestically produced goods
and digital products distributed through the internet.) The need for a coordinated response to
what is a global problem involving trade across borders has become increasingly urgent for the
EU and its industrialized country partners who perceive this, rightly, as also a competitiveness
issue with respect to emerging economies.

The second rationale for ACTA is to defend the EU’s comparative advantage in research and
innovation intensive activities in the face of the challenge posed by emerging economies. Even
as labour intensive manufacturing and commodity extraction and processing moved to the new
emerging economies and other developing countries, Europe maintained a significant edge in
knowledge intensive industries. However, much as Japan and South Korea were able to do in the
early 1980’s, the new emerging economies are beginning to shift their economies up the value
chain, competing, both fairly and unfairly, with Europe’s innovative capacities. This presents a
threat to the sustainability of the present European model of technology-driven export-led
growth. Acknowledging this perceived threat to competitiveness, the EU established first the
Lisbon Strategy in 2000'” and then Europe 2020'® in 2010, focusing on the increasing need to
create new jobs to replace those that have been lost during the financial crisis. Intellectual
property remains an important element in enabling innovation and ensuring the EU’s ability to
compete in the global economy. EU growth and jobs are hampered when ideas, brands and
products are counterfeited and pirated.

An export led innovation growth path therefore requires protection of the intellectual property
rights of European businesses when trading in foreign countries. The Global Europe strategy'®,
which is spearheaded by the European Commission, focuses on the need to strengthen

1> OECD, The Economic Impact of Counterfeiting and Piracy, 2008. See

http://www.oecd.org/document/4/0,3746,en 2649 34173 40876868 1 1 1 1,00.html (Accessed 22.04.2011).

16 OECD, The Economic Impact of Counterfeiting and Piracy, 2008. See

http://www.oecd.org/document/4/0,3746,en 2649 34173 40876868 1 1 1 1,00.html (Accessed 22.04.2011).

7 European Commission, Lisbon Strategy for Growth and Jobs. See

http://ec.europa.eu/archives/growthandjobs 2009/ (Accessed 22.04.2011).

'8 European Commission, Europe2020. See http://ec.europa.eu/europe2020/index_en.htm (Accessed 22.04.2011).
' European Commission, Global Europe: Competing in the World, 2006. See
http://trade.ec.europa.eu/doclib/docs/2006/october/tradoc_130376.pdf (Accessed 22.04.2011).

10
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intellectual property rights in order to ensure a higher value of market access for European
businesses. In particular, the Global Europe strategy argues that the biggest challenge is the
enforcement of existing commitments on protection and enforcement in emerging economies.
Thus the primary focus for the strategy has been on establishing standards that third countries
would be asked to meet, either formally through joining ACTA, or as part of bilateral processes.

2.3. The Approach taken by the Study

The purpose of this study is to provide an objective assessment of the likely impact of ACTA and
in particular its compatibility with the EU acquis and the EU’s international obligations. Within
the limitations of the terms of reference and the short time frame, the authors have examined
the legal and economic implications of ACTA for the European Union, and placed these in the
broader context of international processes and debates.

Chapter 2 provides an overview of the debates surrounding ACTA in the European Parliament, in
other ACTA parties and in third countries.

Chapter 3 provides a legal assessment of ACTA’s conformity with the EU Acquis, and with the
TRIPS Agreement, especially the Doha Declaration on TRIPS and Public Health.

Chapter 4 provides an analysis of the European innovative framework, and analyses the
influence and role of ACTA within that framework. In particular, the chapter evaluates the other
necessary elements of European action to make ACTA effective as a tool for Europe’s future
growth and development.

Chapter 5 provides a detailed examination of ACTA’s provisions, providing an article by article
analysis of the implications of the standards set by ACTA. This chapter is quite extensive and
provides a basis for the sectoral examinations of civil liberties, access to medicines and
geographical indications in Chapter 6.

Finally, Chapter 7 contains a set of recommendations for consideration by the INTA Committee
and the European Parliament based on the findings of Chapters 3 through 6. In addition to
specific recommendations, the chapter briefly evaluates scenarios related to the various options
of conditional consent, postponement and rejection of ACTA.

As it is a new agreement, scholarly work analyzing the final text of ACTA is scarce. This study
bases its analysis on the Final December 3, 2010 text provided on the website of European
Commission - DG Trade® There is a significant body of work covering the period of
negotiations, but most of this was based on earlier leaked texts and is no longer relevant for any
assessment of the conformity of ACTA with the EU Acquis or the EU’s international obligations.
Nevertheless, these earlier studies provide useful historical context and analysis. Most of the
studies are of US origin with relatively little emanating from Europe. The same is also true,
although some what less so, for contributions from business and NGO advocacy sources.

20 http://ec.europa.eu/trade/creating-opportunities/trade-topics/intellectual-property/anti-counterfeiting/
(Accessed 22.04.2011).

11
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One European paper is of particular significance. This is the Opinion of European Academics on
the Anti-Counterfeiting Agreement of February 20112, which was coordinated by a consortium
including key authorities on European intellectual property law with a broad spectrum of views
on intellectual property ranging from strong supporters of broad intellectual property rights to
strong supporters of flexibility and limitations to intellectual property. The Opinion has already
been taken up by many opponents of ACTA in Europe® and has already prompted a response
from the EU Commission.”? This study refers quite often to the Opinion, and notes where it
agrees and disagrees with the analysis provided by the European Academics. The authors hope
that this provides an additional analytical overlay that clarifies some of the issues that European
parliamentarians will have to consider and that have been raised by the Opinion.

3. DEBATES AND PERCEPTIONS OF ACTA

This chapter assesses the debate on and perceptions of ACTA in the EU and in third countries. It
is meant to set the stage for the more detailed legal assessment in Chapter 3, and the overview
of ACTA provisions in Chapter 5. The concerns surrounding the nature and scope of the
negotiations are described as well as the perceptions of third countries and other ACTA parties.

3.1. The Debate on ACTA in the European Parliament and in National Parliaments
of the EU

The members of the European Parliament (“the Parliament”) have participated extensively in the
debate on ACTA, especially regarding the issue of transparency. It is not the place of this study to
present information on European parliamentarians’ own debates on ACTA. However, it may be
appropriate to point to the range of questions raised by parliamentarians so that when those
issues are addressed in later chapters, the context is understood. There are several categories of
concerns raised by European parliamentarians: transparency; digital and internet enforcement;
access to medicines; privacy and fundamental freedoms. These are also concerns reflected in
the terms of reference for this study.

With respect to transparency issues, MEPs raised issues regarding:
- How expeditiously the Commission would make all negotiating documents public;**

- Whether there was access to the ACTA negotiating documents by the Chairperson and
Coordinators of the responsible INTA committee;”

- Why a secret venue was chosen rather than a more transparent multilateral venue such as
WIPO;*

21 "Opinion of European Academics on the Anti-Counterfeiting Trade Agreement”, February, 2011 Available at:
http://www.iri.uni-hannover.de/tl files/pdf/ACTA opinion 110211 DH2.pdf (Accessed 22.04.2011)

22 See Foundation for a Free Information Infrastructure blog at http://acta.ffii.org/wordpress/?p=176

2 European Commission “Commission Services Working Paper” 27 April 2011. Available at:
http://trade.ec.europa.eu/doclib/docs/2011/april/tradoc_147853.pdf (Accessed 9.05.2011)

24 Written Question E-2079/10 by Morten Messerschmidt (EFD) to the Commission.

2 Written Question E-0147/10 by Alexander Alvaro (ALDE) to the Commission.

12
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- An apparent mismatch between access to ACTA documents by industry lobbying
organisations and lack of access by parliamentarians and public interest organisations.”’

On fundamental rights, MEPs have been concerned to
- ensure that ACTA does not impair freedom of expression or the right to privacy.?®
On access to medicines, MEPs have questioned:

- The lack of legally binding references to the Doha Declaration on TRIPS and Public
Health;”®

- Whether ACTA would contain sufficient safeguards with respect to access to medicines;*
On digital and internet issues MEPs have asked:
- Whether ISP intermediary liability could impair consumers fundamental rights;*'and

- The extent to which a “three strikes” or “graduated response” system would be required
by ACTA?*

In addition, MEPs have raised concerns regarding the possibility of EU citizens being subject to
search of their personal luggage and electronic media tools such as MP3 players at the border.*
Underlying this was a demand that ACTA not go beyond the existing EU Acquis, and not
prejudge ongoing debates on key issues within the EU.3*

MEPs from all political groupings in the Parliament were also concerned to ensure that the
Parliament had the information and ability to properly exercise its competences with regard to
the negotiations and EU legislation.®

% Written Question E-0147/10 by Alexander Alvaro (ALDE) to the Commission.

2 Written Question E-1391/10 by Andreas Molzer (NI) to the Commission.

2 Written Question E-2079/10 by Morten Messerschmidt (EFD) to the Commission.

2 Written QuestionE-4286/10 to the Commission: Yannick Jadot (Verts/ALE), Carl Schlyter (Verts/ALE), Christian
Engstrom (Verts/ALE), Sandrine Bélier (Verts/ALE), Karima Delli (Verts/ALE) and Oriol Junqueras Vies (Verts/ALE).
OWritten Question E-4292/10 to the Commission: Yannick Jadot (Verts/ALE), Carl Schlyter (Verts/ALE), Sandrine
Bélier (Verts/ALE), Christian Engstrom (Verts/ALE), Karima Delli (Verts/ALE) and Oriol Junqueras Vies (Verts/ALE)
31 Written Question E-2079/10 by Morten Messerschmidt (EFD) to the Commission

32 Written Question E-0011/10 by Ivo Belet (PPE) to the Commission; Written Question E-0147/10 by
Alexander Alvaro (ALDE) to the Commission

33 Written Question E-1267/10 by Jeanine Hennis-Plasschaert (ALDE) to the Commission

34 See e.g. Statement by Alexander Alvaro (ALDE) at ‘Debate on the oral question to the Commission’ by Carl
Schlyter, on behalf of the Verts/ALE Group, Daniel Caspary, on behalf of the PPE Group, Kader Arif, on behalf of the
S&D Group, Niccolo Rinaldi, on behalf of the ALDE Group, Helmut Scholz, on behalf of the GUE/NGL Group, and
Syed Kamall, on behalf of the ECR Group, on transparency and the state of play of the ACTA negotiations (Anti-
Counterfeiting Trade Agreement) (0-0026/2010 - B7-0020/2010)

3 See e.g. Written Question P-0683/10 by Francoise Castex (S&D) to the Commission; ORAL QUESTION WITH
DEBATE 0-0026/10 pursuant to Rule 115 of the Rules of Procedure by Carl Schlyter, on behalf of the Verts/ALE
Group, Daniel Caspary, on behalf of the PPE Group, Kader Arif, on behalf of the S&D Group, Niccolo Rinaldi, on
behalf of the ALDE Group, Helmut Scholz, on behalf of the GUE/NGL Group, Syed Kamall, on behalf of the ECR
Group to the Commission.
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3.2, Public Perceptions of ACTA

This part of the study outlines the public perception and reception of ACTA in the popular press
and scientific media. The way in which ACTA has been perceived by the general public and
reasonably informed intellectual property specialists alike, is determined to a large extent by the
coverage in the media that can be characterised as veering from the critical to the sensationalist.
On the one hand then, the response has been suspicious and negative. The lack of transparency
and any direct accountability to legislatures fed this sense of suspicion. The secret nature of
negotiations by the ACTA parties was under-pinned by seemingly absurd justifications such as
that the text of the agreement was confidential in order to safeguard national-security.>® Leaked
documents of purported versions of the agreement appeared time and time again on the now
infamous WikiLeaks website from as early as 2008, feeding the sense of conspiray around the
negotiations.’’

The controversial nature of the negotiations leading up to ACTA continues to raise issues of
transparency and accountability among the public in Europe,*® Mexico®® and the USA. The ACTA
negotiating process has been termed ‘[A] new kind of international IP lawmaking’,*® where the
emphasis placed by ACTA on finding agreement on high standards of intellectual property
enforcement has overshadowed finding agreement on appropriate exceptions and limitations.
On the other hand ACTA has been presented as merely a restatement of best practice in IP
protection by the OECD parties to the negotiations. These parties have actively encouraged the
perception of ACTA as codifying existing practice. This approach is exemplified by the US
Administration, which argues it is sufficient to implement ACTA by means of an Executive
Order.*" Public comments solicited by the USTR suggests that this argument has not been
convincing among either the public or the US Congress.*?* A Congressional Research Service
study of ACTA and its legality that was undertaken for the US Senate and shared with the USTR is
not public, feeding misgivings about the approach taken by the US administration.. A request for
access by the NGO Knowledge Ecology International (KEI) to this study commissioned by
Senator Ron Wyden under the Freedom of Information Act has been denied as recently as March

36 D McCullagh ‘Copyright Treaty is Classified for National Security’, CNET NEWS, available online at
http://news.cnet.com/8301-13578_3-10195547-38.htm (last visited on 25-03-2011).

37 All leaked texts and related comments can conveniently be found online at http://keionline.org/acta (Accessed
22.04.2011).

38 See ‘Lawmakers call for halt to ACTA deal’, 5 October 2010, available online at
http://www.euractiv.com/en/infosociety/lawmakers-call-halt-acta-deal-news-498442

39 With Mexico even threatening to withdraw from the negotiations. See the resolution passed by the Mexican
Senate of 5 October 2010, available online at
http://www.senado.gob.mx/index.php?ver=sp&mn=2&sm=2&id=5264&Ig=61 (Accessed 22.04.2011).

40K Weatherall ‘ACTA as a New Kind of International IP Law-Making’, 09 January 2010, PLJIP Research Paper no. 12
American University Washington College of Law, DC.

41 ) Goldsmith and L Lessig ‘Anti-counterfeiting Agreement Raises Constitutional Concerns’, Washington Post, 26
March, 2010.

42 Comment to ACTA could be submitted until 15 February 2011 at www.regulations.gov, docket number USTR-
2010-0014.
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2011.%Thus, ACTA continues to grab headlines in the US even as negotiations between the
governments of Brunei, Chile, New Zealand, Singapore, Australia, Malaysia, Peru, Vietnam and
the United States on the Trans-Pacific Partnership Agreement (TPP) also look set to press for
similar if not stronger provisions on IP rights. .** The fact that the US is reportedly increasing its
demands, most notably in the field of copyright, in relation to the level of intellectual property
protection in the TPP, as compared to ACTA, gives credence to the perception, in European, and
third country publics, that ACTA that the general drive for protection of intellectual property
rights is ever upward.* The perception is that ACTA and its progeny will affect relations between
third-country trading partners, and lead to a diminishing role of the World Trade Organisation in
the multilateral trading system.*®

3.3. The impact of the ACTA on third Countries

A significant weakness of ACTA is that it does not include any major emerging economy
countries. Outside of Europe and the US, the only other negotiating parties were: Australia,
Canada, Japan, Morocco, New Zealand, Mexico, Singapore, and South Korea. So ACTA does not
include the major sources of counterfeit and pirated goods.” While not harmonized,
enforcement standards for traditional categories of IP have been quite effective in providing
protection for EU rightholders, in the US, Australia, Japan and Korea, the major non-EU OECD
participants in the ACTA. The non-OECD partners in the ACTA, such as Morocco and Singapore,
have, FTAs with either the US that contain extensive provisions on Enforcement. There does not
therefore appear to be any immediate benefit from ACTA for EU citizens.

ACTA does not includethe emerging market countries that are perceived by European and US
stakeholders to be the main sources of counterfeit products. It is not clear what incentive such
emerging markets would have to accede to ACTA. In a single issue negotiation such as ACTA
they would not gain any further access or guarantees in other sectors and would in any case,
benefit from the existing legal provisions in ACTA members. Unlike for goods, there is no
regional or FTA exception (GATT Article XXIV) in the TRIPS Agreement. Therefore, ACTA Parties

43 See M Masnick ‘USTR Refuses To Release Congressional Research Service Study On Legality Of ACTA’, TechDirt 28-
03-2011, available online at http://www.techdirt.com/articles/20110325/04480513628/ustr-refuses-to-release-
congressional-research-service-study-legality-acta.shtml (Accessed 22.04.2011).

4 M Geist ‘U.S. Intellectual Property Demands for TPP Leak: Everything it Wanted in ACTA But Didn't Get’, Michael
Geist Blog, 11 March, 2011, available online at http://www.michaelgeist.ca/content/view/5686/125/ (Accessed
22.04.2011) see similarly N Anderson, ‘Son of ACTA: meet the next secret copyright treaty’, Ars Technica, 11 March,
2011, available online at http://arstechnica.com/tech-policy/news/2011/03/son-of-acta-meet-the-next-secret-
copyright-treaty.ars?utm source=twitterfeed&utm medium=twitter&utm campaign=rss (Accessed 22.04.2011).

4 S Sell ‘The Global IP Upward Ratchet, Anti-Counterfeiting and Piracy Enforcement Efforts: the State of Play’,
IQsensato Occasional Papers No.1, 9 June, 2008 there, available online at http://www.igsensato.org/wp-
content/uploads/Sell IP_Enforcement State of Play-OPs 1 June 2008.pdf (Accessed 22.04.2011); see also D
Gervais, ‘The Changing Landscape of International Intellectual Property’, in Heath and Kamperman Sanders (eds.),
Intellectual Property and Free Trade Agreements (2007, Hart Publishing), p49.

46 See R Kampf ‘TRIPS and FTAs: A World of Preferential or Detrimental Relations?’, in Heath and Kamperman
Sanders (eds.), Intellectual Property and Free Trade Agreements (2007, Hart Publishing), p87.

47 See K Weatherall, "ACTA as a New Kind of International IP Law-Making'. PIJIP Research Paper no. 12. American
University Washington College of Law, Washington, DC. p15 citing WORLD CUSTOMS ORGANIZATION, CUSTOMS
AND IPR REPORT 2008, p9.
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cannot discriminate against non-ACTA WTO parties in their implementation of their IP
obligations unless they can clearly describe those provisions as unequivocally TRIP-plus
obligations that are not covered by the national treatment and MFN clauses in TRIPS Articles 3
and 4. This would however be very difficult as those articles apply to protection of intellectual
property subject matter covered by the agreement. Non-ACTA parties would therefore already
benefit from the enforcement that ACTA parties would be obliged to provide for their citizens.

The most powerful tool for addressing activity in third countries will be coordinated and
harmonized action at the border, especially with respect to goods at the border. This is
especially true because the law for determining whether there is sufficient evidence of
infringement is the law of the applying country (Article 17.1 ACTA) in which the goods are
entering or passing through. However, the most powerful tool, that of applying measures to
goods in transit is only a permissive obligation in that parties may apply their procedures to
goods in transit but are not required to.”® The permissive nature of the article weakens the
power of the ACTA to police goods produced in non-ACTA countries, passing on to other non-
ACTA countries. Goods passing through to ACTA countries will be subject to information sharing
provisions in Article 29(b) ACTA. However, that article this is also only a permissive obligation
and not mandatory. Nevertheless, ACTA may play a role in restricting the trade in such goods
from third countries into ACTA territories.

More generally, ACTA envisages capacity building and technical assistance to prospective
parties (Article 35.1 and 35.2). The paucity of effective formal mechanisms for engagement with
third parties does not bode well for the future global effectiveness and relevance of the ACTA
Agreement. Unless the ACTA is incorporated as a requirement for third parties to accede to in
bilateral and regional FTAs, it risks become one of a series of irrelevant international attempts at
negotiating standards outside the multilateral framework of WIPO, the WTO and other
institutions. Weatherall expresses some scepticism, with which this study agrees, regarding the
likelihood of such incorporation.* The very fact that ACTA standards are generally not as strong
or as extensive as the standards that both the US and the EU have been pushing in their bilateral
FTAs creates an atmosphere where other parties are likely to push for ACTA standards as a
starting point from which they can seek to have their own standards and need for flexibilities
accommodated. This may in fact harm the effectiveness of including enforcement standards in
bilateral FTAs by providing an alternative and less stringent standard for EU and US bilateral
partners.

In addition, the lack of any secretariat or permanent institutional mechanism leaves
implementation and further development of the ACTA to bilateral consultations, which, in the
tradition of the ACTA negotiations, will remain confidential. In contrast, deliberations of the
TRIPS Council are not confidential and discussions are reported in minutes of the meetings as
well as in annual reports.>® We can also receive reports of negotiations for special sessions, such

“8 Article 16.2 ACTA

49 K Weatherall ‘ACTA as a New Kind of International IP Law-Making’ PIJIP Research Paper no. 12, 2010. American
University Washington College of Law, Washington, DC at 27.

0 Available at: http://www.wto.org/english/tratop e/trips e/intel6 e.htm (Accessed 22.04.2011).
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as negotiations on a multilateral register for geographical indications.>” At WIPO, all discussions
and statements made in formal sessions of the various standing committees and the General
Assemblies are publicly available and reported after every meeting.>> The generation and
existence of such reports are crucial to the determination of the actual legal content of
provisions in negotiated agreements as such public records create travaux preparatoires, used as
a supplementary means of interpretation under Article 32 of the Vienna Convention on the Law
of Treaties (VCLT), or as a basis for understanding subsequent practice of parties that gives
particular meaning to terms used in an agreement. Of course, there is precedent for
confidentiality in the negotiation of bilateral and regional free trade agreements, set by the US
and the EU in their negotiations with their partners. The US has required partners to maintain
secrecy of negotiating texts until negotiations were concluded and the EU has followed the
same pattern in some of its negotiations.”®* However, such secrecy came under severe criticism
during the ACTA process® during which parties were eventually pressured to release a publicly
available text in April 2010.%

The perception of ACTA by third countries, especially the major emerging economies, will have a
significant impact on its stated aim of one day including them within its ambit. The process of
negotiating ACTA has clearly proved an impediment to the treaty itself being viewed favourably
by third countries. As far back as the October 2009 session of the TRIPS Council, the Indian
delegation noted, in the context of a discussion on seizures of medicines in transit, that “the
ACTA agreement was being negotiated in secrecy and with the exclusion of a vast majority of
countries, including developing countries and LDCs.”® In fact, the developments in ACTA
became a part of the regular discussion at the TRIPS Council, in conjunction with the discussion
on seizures of medicines in transit by European countries. After years of insisting that the TRIPs
Council had no mandate to discuss enforcement issues, India, China and Brazil found themselves
forced to put the issue on the agenda. In the June 2010 meeting, China and other developing
countries commented on the recently disclosed drafts of ACTA.>” Supported by Brazil and India,
China raised objections to both the principle and the contents of ACTA as they perceived it,
arguing that it may be contrary to the letter and the spirit of the TRIPS Agreement and the Doha
Declaration on TRIPS and Public Health. At the most recent TRIPS Council meeting in October

51 Available at: http://www.wto.org/english/tratop e/trips e/intel6 e.htm (Accessed 22.04.2011).

52 See e.g. WIPO ‘Draft report of the Fifteenth session of the Standing Committee on Patents’, SCP /15/6 Prov.1
Available at: http://www.wipo.int/edocs/mdocs/scp/en/scp 15/scp 15 6 prov_1.pdf.

53 |CTSD ‘EU Sued Over Secrecy Surrounding FTA Talks with India’ Bridges Weekly, Volume 15, No. 5, February 18,
2011. Available at: http://ictsd.org/i/news/bridgesweekly/101086/ (Accessed 22.04.2011).

4 See M Geist ‘ACTA Guide, Part Three: Transparency and ACTA Secrecy’ Available at:
http://www.michaelgeist.ca/content/view/4737/125/ (Accessed 22.04.2011). See also: DG Trade Q&A on ACTA.
Available at: http://trade.ec.europa.eu/doclib/docs/2009/january/tradoc_142040.pdf (Accessed 22.04.2011).

55 http://trade.ec.europa.eu/doclib/docs/2010/april/tradoc_146029.pdf (Accessed 22.04.2011).

56 ‘Minutes of Meeting Held In The Centre William Rappard on 27-28 October and 6 November 2009’
Council on Trade-related Aspects of Intellectual Property, IP/C/M/61, 12 February 2010, para. 264.

57 ‘Minutes of Meeting Held in the Centre William Rappard on 8-9 June 2010’ Council on Trade-related
Aspects of Intellectual Property, IP/C/M/63, 4 October 2010, para. 252.
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2010, further concerns were raised by the major developing countries. India expressed concern
that ACTA completely by-passed existing multilateral processes®® and went on to elaborate
further concerns regarding the scope of in-transit procedures, injunctions, and the apparent re-
interpretation of the meaning of the term ‘commercial scale’ as interpreted by the recent China
IPRs WTO case.®® Both India and Brazil expressed the sense that negotiations carried out with
such a lack of transparency created significant problems for multilateral processes.®’ Other
countries suggested that the ACTA negotiations undermined the balance achieved within the
TRIPS Agreement and impacted negatively on ongoing multilateral negotiations on IP.?> What
the debate and discussion at the TRIPS Council shows is that there is not simply a lack of interest
in the ACTA on the part of significant developing countries, but that there is active opposition to
the perceived goals and the standards that ACTA aimed to achieve. This may present an
insurmountable obstacle to their participation in ACTA, or in ACTA-related processes.

3.4. Issues with Ratification of ACTA in the EU and other ACTA parties

Where it comes to questions on ratification of ACTA, the most notable issue is that the status of
ACTA in the United States of America is not that of an international treaty, but that of a ‘sole
executive agreement’. This leads to the situation whereby the US executive, the president,
claims to be able to bind the U.S., without constitutional authority, for which congressional
consent is required. Many legal scholars in the United States question whether ACTA can indeed
stand as a sole executive agreement, or whether the scope and nature of ACTA, especially where
it would affect domestic legislation it would render it unconstitutional if it does not receive
congressional consent either ex post or in ACTA’s current status ex ante.5

Academics and legislators have taken issue with the statement by the Obama administration
that ACTA is a ‘sole executive agreement’ that need not be ratified by the US Congress under the
normal treaty ratification process. That means there will be no implementing legislation or
changes to US law.®* Authors such as Flynn argue that the US may be bound as a matter of
international law while not having any implementing legislation, effectively creating a situation
where the US is in immediate and continuing violation of its international obligations. This is, of
course, premised on the idea that ACTA is not contiguous with US legislation and will in fact
require changes to US law to be made effective. The apparent lack of intent to seek

58 ‘Minutes of Meeting Held in the Centre William Rappard on 26-27 October 2010’ Council on Trade-
related Aspects of Intellectual Property, IP/C/M/64, 17 February 2011.

9 ‘Minutes of Meeting Held in the Centre William Rappard on 26-27 October 2010’ Council on Trade-related Aspects
of Intellectual Property, IP/C/M/64, 17 February 2011, para. 444.

%0 China - Measures Affecting the Protection and Enforcement of Intellectual Property Rights (China — IPRs),
WT/DS362/R, 09/0240, 26/01/2009.

61 ‘Minutes of Meeting Held in the Centre William Rappard on 26-27 October 2010’ Council on Trade-related Aspects
of Intellectual Property, IP/C/M/64, 17 February 2011, para. 451.

62 ‘Minutes of Meeting Held in the Centre William Rappard on 26-27 October 2010’ Council on Trade-related Aspects
of Intellectual Property, IP/C/M/64, 17 February 2011, para 453.

83 See e.g. S Flynn ‘ACTA's Constitutional Problem: The Treaty That Is Not a Treaty (Or An Executive Agreement)’
PLJIP Research Paper no. 19, 2011. American University Washington College of Law, Washington, D.C.

84S Flynn ‘ACTA's Constitutional Problem: The Treaty That Is Not a Treaty (Or An Executive Agreement)’ PLJIP
Research Paper no. 19, 2011. American University Washington College of Law, Washington, D.C.
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congressional approval and thus actually implement the treaty in US law begs the question of
what, if anything, the EU gained from the US. There are serious concerns regarding whether
ACTA will have any effect under US law and thus be able to be treated as a treaty under
international law.®® On what subject will the EU hold bilateral consultations with the US
regarding its implementation of ACTA if there is no implementing legislation that authorises
action by US administrative and regulatory agencies?

The exact nature and status of ACTA also seems to be unclear in the Netherlands. Vice-premier
and Minister for Economic Affairs, Agriculture and Innovation, Maxime Verhagen, in reply to a
question on the effects of ACTA on Dutch law by MP Braakhuis (GroenLinks), stated: ‘There has
never been any question of incorporating ACTA in the Netherlands. ACTA does not have
supremacy over European or national law.”®® Although this discussion took place in the context
of ‘three-strikes and you're out’-legislation to combat downloading, the statement is remarkable
in the sense that the Minister apparently does not considerer there to be any obligations
deriving directly from ACTA despite the fact that the section on criminal measures will have to
be ratified by national parliaments. How this then sits with the fact that ACTA may have an
impact on European and national law after all, remains unclear.

Parliamentarians in the German Bundestag have received a somewhat similar answer from the
Bundesregierung on 8 April 2010. The Bundesregierung indicated that its objective in relation to
ACTA was to prevent any change to the current legal framework in Germany.?’.

The UK Parliament has been most concerned about the secret nature of negotiations, asking
also that domestic legislation, the Digital Economy Bill, not be superseded by ACTA.%® In the
French Parliament similar concerns were raised.®.

There has been little discussion of what may occur if a significant number of European
parliaments refuse to ratify the criminal measures of ACTA while the European Parliament ratifies
the rest of the Agreement. There has been little discussion of the separability of these provisions
from the rest of the agreement if necessary. Given the low threshold for ratifications in ACTA
Article 40.6, the treaty would not have trouble entering into force under such 